IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



Patent Examiner: John K. Ford 
Group Art Unit: 3753 
In re application of: 

GEOFFREY R. MORRIS 
Serial No.: 09/674,256 
Filed: December 22, 2000 



HEAT EXCHANGE ASSEMBLY 



Attorney Docket No. 2823 1 8-00008 



APPELLANT'S BRIEF ON APPEAL 



March 1 8, 2004 



Commissioner For Patents 

MAIL STOP APPEAL BRIEF - PATENTS 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

This is an Appeal from the decision of the Examiner dated November 12, 2003 
rejecting claims 1-5, 9, 10, 12, and 14-16 of the above-identified application. The 
claims are set forth in Appendix A, which is attached hereto. Due to the specific nature 
of the issues involved in this Appeal, an Oral Hearing is not deemed necessary and is 
not requested. 



Real Party In Interest 

The real party in interest is the inventor, Geoffrey R. Morris. 



Related Appeals and Interferences: 

There are no other appeals or interferences known to Appellant or to Appellant's 
legal representative which will directly affect, be directly affected by, or have a bearing 
on the Board's decision in the pending appeal. 

] 



Status of the Claims 

Claims 1-5, 9, 10, 12 and 14-16 stand rejected under 35 U.S.C. § 102(b) as 
being anticipated by AU 696305. 

Claims 1-5, 12 and 14-16 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by, or in the alternative under 35 U.S.C. § 1 03(a) as obvious over, 
Saperstein et al., U.S. Patent No. 5,242,015. 

Claims 1-5, 12 and 14-16 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Saperstein further in view of JP 61-202084. 

Claims 9 and 10 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Saperstein or Saperstein/JP '084 further in view of Kennon 6,1 73,767. 

Status of the Amendments 

There are currently no amendments to the pending claims. The claims 
as they stand on Appeal are contained in the Appendix A to this Brief. 

The Invention 

The present invention provides a heat exchange assembly that may be used as 
a roofing panel. The heat exchange assembly includes an internal fluid passageway 
formed between a pair of spaced substantially parallel internal sheets for the passage 
therethrough of a fluid, respective external passageways formed between each internal 
sheet and a respective external sheet spaced from and substantially parallel to a 
respective internal sheet, and, a manifold structured to direct the fluid flow through 
the passageways. The sheets can be separated by any suitable spacing means such as 
posts or the like, however, it is preferred that the heat exchange assembly includes 
spacing ribs between the sheets and forming with the sheets a plurality of fluid 
conduits within the fluid passageway and a plurality of external conduits within the 
external passageways. 

The heat exchange assembly further includes a fluid inlet means at one end of 

the fluid conduits for the inflow of fluid in the heat exchange assembly, and fluid 

outlet means at the other end of the fluid conduits for the outflow of fluid from the 

heat exchange assembly. The external passageways can contain another liquid 
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however, it is preferred that the external passageways are adapted to receive or 
contain a gas for effecting heat exchange between the fluid in the fluid passageway 
and the exterior of the heat exchange assembly. 

The heat exchange assembly can be of any suitable shape and configuration 
consistent with the above. However, it is preferred that the heat exchange assembly 
constitutes a panel sealed at the sides thereof by the spacing ribs and open at the ends 
thereof to provide access to the conduits which extend from one end of the panel to 
the other end thereof. Fluid and/or gas supplies may be connected directly to the 
respective conduits at the ends of the panel. However, it is preferred that the heat 
exchange assembly includes an inlet manifold and an outlet manifold at respective 
ends of the panel. Preferably the inlet manifold and the outlet manifold include the 
fluid inlet means and the fluid outlet means, respectively. The inlet manifold and the 
outlet manifold also preferably include the gas inlet means and the gas outlet means, 
respectively. 

Issues Presented 

1. Whether the appellant's invention as claimed in Claims 1-5, 9, 10, 12 
and 14-16 are anticipated by AU 696305. 

2. Whether the appellant's invention as claimed in Claims 1-5, 12 and 14- 
16 are anticipated by, or in the alternative are obvious over, Saperstein et aL, U.S. 
Patent No. 5,242,015. 

3. Whether the appellant's invention as claimed in Claims 1-5, 12 and 14- 
16 are unpatentable over Saperstein in view of JP 61-202084. 

4. Whether the appellant's invention as claimed in Claims 9 and 10 are 
unpatentable over Saperstein or Saperstein/JP '084 in view of Kennon 6,173,767. 

Grouping of Claims 

Claims 1,12 and 16 each stand separately. Claims 2-5, 9 and 10 stand or fall 
with Claim 1. Claims 14 and 15 stand or fall with Claim 12. 

Argument 

Claims 1-5, 9, 10, 12 and 14-16; Rejected under 35 U.S.C. § 102(b) 
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Claims 1-5, 9, 10, 12 and 14-16 stand rejected under 35 U.S.C. § 102(b) as 
being anticipated by AU 696305. A copy of AU 696305 has been provided with a 
Supplemental Information Disclosure Statement filed on January 15, 2004. As noted 
on its face, AU 696305 is an Australian Petty Patent that claimed priority from 
Australian Provisional Patent PP3292. The Australian Provisional Patent PP3292 was 
filed on April 29, 1998. The Australian Petty Patent AU 696305 was filed on May 
21, 1998. The present Application claims priority from PCT/AU99/00320 which, in 
turn, claimed priority from Australian Provisional Patent PP3292. Thus, both the 
reference, Australian Petty Patent AU 696305, and the present Application both claim 
priority from the same initial filing, namely, Australian Provisional Patent PP3292. 

Accordingly, the Examiner is in error when he states that "Appellant failed to 
claim priority in PCT/AU99/00320 back to the earliest priority document . . ." and the 
rejection of Claims 1-5, 9, 10, 12 and 14-16 under 35 U.S.C. § 102(b) as being 
anticipated by AU 696305 should be reversed. 

Claims 1-5, 12 and 14; Rejected under 35 U.S.C. § 102(b) 

Claims 1-5, 12 and 14-16 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative under 35 U.S.C. § 103(a), as obvious over 
Saperstein et al, U.S. Patent No. 5,242,01 5. Appellant notes that in the original 
rejection of these claims under this reference, the Examiner stated that the reference 
disclosed a "panel," which the Examiner defined as "a flat .. .part of a surface," and 
used this disclosure as a basis to reject claims 1-4 which recited the use of "sheets." 
Thus, the Examiner appears to have equated the words "panel" and "sheet." In the 
final rejection, however, in the Examiner faults the Appellant for using the 
Examiner's language noting that the claims do not recite a "flat panel." On one hand, 
this distinction is irrelevant as the art cited by the Examiner fails to disclose either a 
flat panel or a sheet. On the other hand, to fully respond to the Examiner's comments, 
Appellant notes that a "sheet." is defined as "a large thin flat especially rectangular 
piece of something." See, Cambridge Online Dictionary at, 

http://dictionary.cambridge.org/ (emphasis added)(attached as Appendix B). Thus, 

while the word "flat" was not recited in the claims, the concept of a flat structure is 
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subsumed in the recitation of a "sheet." Moreover, the statement that the heat 
exchanger may "be of any suitable shape and configuration consistent with the above" 
does support the Examiner's contention that the heat exchanger is not necessarily flat. 
To be "consistent with the above" the heat exchanger must include a "sheet" which, 
as defined, must be flat. 

Finally, the Examiner has cited DT 2543326 for the proposition that not all 
panels are flat. More specifically, the Examiner has indicated the element associated 
with reference number 9, identified in the specification as "gebogenen Platten," is a 
panel which is not flat. Appellant notes that "gebogenen Platten" is translated as 
"bent plate." Appellant agrees that if the specification had identified sheets (or 
"panel" to the extent the Examiner considered the terms equivalent) as being "bent," 
the sheets would not necessarily be flat. However, in both the specification and the 
claims, the word "sheet" is not modified by any adjective that provides a basis for the 
Examiner's contention that the sheet is not flat. 

Turning to the cited art, Appellant notes that the Examiner has failed to 
support the contention that Saperstein discloses a "panel." That is, Saperstein 
discloses, in Figures 6-8 as cited by the Examiner, a heat exchanger coil having two 
separate inlet and outlet pipes coupled to the separate fluid passageways of the heat 
exchanger. The Examiner contends that the coil of Saperstein is the equivalent to a 
flat panel. More specifically, as stated in the Office Action dated September 9, 2002, 
at the bottom of page two, the Examiner states that, "[a] 'panel' is a flat, usually 
rectangular piece forming a part of a surface." The Examiner also stated that the coil- 
like structure of Saperstein, which is identified by reference number 100, is a "panel." 

Appellant disagrees with the Examiner's contention. That is, while Appellant 

agrees that a panel is "a flat, usually rectangular piece forming a part of a surface," 

Appellant disagrees that the coil-like structure of Saperstein is "a flat, usually 

rectangular piece forming a part of a surface." First, it is axiomatic that a flat panel 

must be, by definition, flat. The coil of Saperstein is, also by definition, a coil and 

cannot be "flat." Moreover, although Saperstein does not disclose any specific 

dimensions, as shown in Figure 8, the body of the coil element has a height that is 

significantly larger than the width of the coil element. Second, the coil shape of 
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Saperstein is not even the equivalent to a flat panel as used in a heat exchanger. Flat 

panels have different heat transfer properties than a coil. That is, the speed, 

turbulence, and other fluid flow characteristics of a fluid passing through a panel are 

different from a fluid passing through a coil. Accordingly, given that a "panel" must 

be flat, the Examiner has not adequately supported the contention that the coil of 

Saperstein is either flat or the equivalent of a panel. Similarly, because the Saperstein 

coil is not flat, Saperstein also fails to disclose, or even suggest, a "sheet." 

As stated in MPEP §2131: 

A claim is anticipated only if each and every element as 
set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference.... 
The identical invention must be shown in as complete 
detail as is contained in the ... claim. 

Verdigaal Brothers v. Union Oil Company of California, 814 F.2d 628, 631 (Fed. 
Cir. 1987) and Richardson v. Suzuki Motor Company, 868 F.2d 1226, 1236, (Fed. 
Cir. 1989). It is respectfully submitted that upon reading the Saperstein disclosure, 
one skilled in the art would not consider a heat exchanger having parallel sheets as 
recited in claim 1 . 

Independent claim 1 recites a heat exchanger having passageways formed by 
parallel sheets. As this reference fails to disclose, or even suggest, a heat exchanger 
having passageways formed by parallel sheets, the Examiner's rejection of this claim 
under 35 U.S.C. § 102(b), or in the alternative under 35 U.S.C. § 103(a), is in error. 

Claims 2-5 depend, directly or indirectly, from claim 1 and rely on their 
dependency for patentability. 

Independent claim 12 recites a roofing panel that incorporates a heat 
exchanger having passageways formed by parallel sheets. As this reference fails to 
disclose a roofing panel that incorporates a heat exchanger having passageways 
formed by parallel sheets, the Examiner's rejection of this claim under 35 U.S.C. § 
102(b), or in the alternative under 35 U.S.C. § 103(a), is in error. 

Claims 14 and 1 5 depend from claim 12 and rely on their dependency for 
patentability. 

Independent claim 16 recites a heat exchange panel that incorporates a heat 
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exchanger having passageways formed by parallel sheets. As this reference fails to 
disclose a heat exchange panel that incorporates a heat exchanger having passageways 
formed by parallel sheets, the Examiner's rejection of this claim under 35 U.S.C. § 
102(b), or in the alternative under 35 U.S.C. § 103(a), is in error. 

Claims 1-5, 12 and 14-16; Rejected under 35 U.S.C. § 103(a) 

Claims 1-5, 12 and 14-16 stand rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Saperstein as applied to Claims 1-5, 12 and 14-16 above and 

further in view of JP 61-202084. Saperstein is discussed above. JP 61-202084 

discloses a heat exchanger that has a first tank, a second tank and ten distinct layers of 

fluid passage members. The fluid passage members are divided into three fluid 

passages. In the upper five layers of fluid passage members, all of the fluid passages 

are in fluid communication with the first tank. In the lower five layers of fluid 

passage members, two fluid passages are in fluid communication with the first tank 

and the remaining fluid passage is in fluid communication with the second tank. 

Thus, JP 61-202084 discloses a heat exchanger tower. 

It is unreasonable to conclude that one skilled in the art confronted with the 

prior art cited would in some fashion fragment the individual teachings thereof to 

obtain the present invention as recited in the claims. As stated in, In re Geiger, 815 

F.2d 686, 2 U.S.P.Q.2d 1276 (Fed. Cin 1987), "obviousness cannot be established by 

combining teachings of the prior art to produce the claimed invention, absent some 

teaching, suggestion, or incentive supporting combination." (emphasis 

added)(attachcd as Appendix C). Put another way, "the mere fact that disclosures or 

teachings of the prior art can be retrospectively combined for the purpose of 

evaluating obviousness/nonobviousness issue does not make the combination set forth 

in the invention obvious, unless the art also suggested the desirability of the 

combination ..." Rite-Hite Corp. v Kelly Co., 629 F.Supp. 1042, 231 U.S.P.Q. 161, 

(attached as Appendix D) affd 819 F.2d 1 120, 2 U.S.P.Q.2d 1915 (E.D.Wis. 

1986)(emphasis added). Similarly, the court in, In re Vaeck, 947 F.2d 488, 20 

U.S.P.Q.2d 1438 (Fed. Cir. 1991), stated that "both the suggestion [to make the 

claimed apparatus] and the reasonable expectation of success must be found in the 
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prior art, not in the applicant's disclosure." (attached as Appendix E). 

Here there is no suggestion that the cited references should be combined. In 
fact, the teachings of the references teach away from each other. The JP 61-202084 
reference teaches a heat exchange tower having multiple layers. This is in direct 
opposition to the Saperstein reference that teaches a single layer coil-like structure. 

Independent claim 1 recites a heat exchanger having passageways formed by 
parallel sheets. As these references cannot be combined and fail to disclose or 
suggest a heat exchanger having passageways formed by parallel sheets, the 
Examiner's rejection of this claim under 35 U.S.C. § 103(a) is in error. 

Claims 2-5 depend, directly or indirectly, from claim 1 and rely on their 
dependency for patentability. 

Independent claim 12 recites a roofing panel that incorporates a heat 
exchanger having passageways formed by parallel sheets. As these references cannot 
be combined and fail to disclose or suggest a roofing panel that incorporates a heat 
exchanger having passageways formed by parallel sheets, the Examiner's rejection of 
this claim under 35 U.S.C. § 103(a) is in error. 

Claims 14 and 15 depend from claim 12 and rely on their dependency for 
patentability. 

Independent claim 16 recites a heat exchange panel that incorporates a heat 
exchanger having passageways formed by parallel sheets. As these references cannot 
be combined and fail to disclose or suggest a heat exchange panel that incorporates a 
heat exchanger having passageways formed by parallel sheets, the Examiner's 
rejection of this claim under 35 U.S.C. § 103(a) is in error. 

Claims 9 and 10; Rejected under 35 U.S.C. § 103(a) 

Claims 9 and 10 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 

over Saperstein or Saperstein/JP '084 as applied to Claims 1-5, 12 and 14-16 above, 

and further in view of Kennon 6,1 73,767. Saperstein and JP 61-202084 are discussed 

above. Kennon discloses a pressure relief device. As with Saperstein and JP 61- 

202084, the Examiner has failed to indicate where, in the references, there is a 
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"teaching, suggestion, or incentive supporting [the] combination." Accordingly, the 
Examiner has failed to establish that these references may be combined to support a 
rejection under 35 U.S.C. § 103(a). 



It is submitted that Claims 1-5, 9, 10, 12 and 14-16 are not anticipated by AU 
696305 as AU 696305 is not prior art. It is further submitted that Claims 1-5, 12 and 
14-16 are not anticipated by, and are patentable over, Saperstein. It is further 
submitted that Claims 1-5, 12 and 14-16 are patentable over Saperstein in view of JP 
61-202084. It is further submitted that Claims 9 and 10 are patentable over Saperstein 
or Saperstein/JP '084 further in view of Kennon 6,1 73,767. Therefore, it is requested 
that the Board reverse the Examinees rejections of Claims 1-5, 9, 10, 12 and 14-16 and 
remand the application to the Examiner for the issuance of a Notice of Allowance. 



Conclusion 




David C. JenkinsC/ 
Registration No. 42,691 
Eckert Seamans Cherin & Mellott, LLC 
600 Grant Street, 44th Floor 
Pittsburgh, PA 15219 
(412) 566-1253 
Attorney for Appellant 
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Appendix A 



In the Claims : 

1 . A heat exchange assembly including: 

an internal passageway formed between a pair of spaced substantially parallel 
internal sheets, 

respective external passageways formed between each said internal sheet and a 
respective external sheet spaced from and substantially parallel to a respective internal 
sheet; 

said pair of internal sheets at the ends of said internal passageway extending 
beyond said external sheets at the ends of said external passageways thereby 
facilitating fusion welding to said internal sheets at the ends of said internal 
passageway, and said internal passageway or said external passageways being adapted 
to receive or contain a gas for effecting heat exchange with a fluid in the other of said 
internal passageway or said external passageways; and 

said pair of internal sheets and said external sheets each coupled to, and said 
internal and external passageways in fluid communication with, at least one manifold. 

2. A heat exchange assembly as claimed in claim 1 , and including: 
spacing ribs between said sheets and forming with said sheets a plurality of 

fluid conduits within said internal passageway and a plurality of external conduits 
within said external passageways. 

3. A heat exchange assembly as claimed in claim 1, and including: 
a fluid inlet means at one end of said internal passageway; 

a gas inlet means at one end of said external passageways; 

a fluid outlet means at the other end of said internal passageway; 

a gas outlet means at the other end of said external passageways; and 

said at least one manifold includes an inlet manifold coupled to, and in fluid 
communication with, said internal passageway fluid inlet means and said external 
passageway gas inlet means and an outlet manifold coupled to, and in fluid 
communication with, said internal passageway fluid outlet means and said external 
passageway gas outlet means; 

whereby said internal passageway is adapted to receive or contain a fluid and 
said external passageways are adapted to receive or contain a gas for effecting heat 
exchange with the fluid in the said internal passageway. 



4. A heat exchange assembly as claimed in claim 1 , and including: 
a gas inlet means at one end of said internal passageway; 

a fluid inlet means at one end of said external passageways; 

a gas outlet means at the other end of said internal passageway; 

a fluid outlet means at the other end of said external passageways; 

said at least one manifold includes an inlet manifold coupled to, and in fluid 
communication with, said internal passageway gas inlet means and said external 
passageway fluid inlet means and an outlet manifold coupled to, and in fluid 
communication with, said internal passageway gas outlet means and said external 
passageway fluid outlet means; and 

whereby said internal passageway is adapted to receive or contain a gas, said 
external passageways are adapted to receive or contain a fluid for effecting heat 
exchange with the gas in said internal passageway. 

5. A heat exchange assembly as claimed in claim 2, said assembly 
constituting a panel sealed at the sides thereof by said spacing ribs and open at the 
ends thereof to provide access to said conduits which extend from one end of the 
panel to the other end thereof. 

9. A heat exchange assembly as claimed in claim 2, and including: 
pressure relief means for relieving the pressure in said fluid passageway 

generated by heating fluid therein. 

1 0. A heat exchange assembly as claimed in claim 9, wherein said pressure 
relief means is a riser positioned in said fluid inlet and/or fluid outlet means. 

12. A roofing panel incorporating a heat exchange assembly, said roofing 
panel including: 

an internal fluid passageway formed between a pair of spaced substantially 
parallel internal sheets for the passage therethrough of a fluid; 

respective external passageways formed between each said internal sheet and a 
respective external sheet spaced from and substantially parallel to a respective internal 
sheet, 



spacing ribs between said sheets and forming with said sheets a plurality of 
fluid conduits within said internal fluid passageway and a plurality of external 
conduits within said external passageways; 

said pair of internal sheets at the ends of said internal passageway extending 
beyond said external sheets at the ends of said external passageways thereby 
facilitating fusion welding to said internal sheets at the ends of said internal 
passageway, said panel being sealed at the sides thereof by said spacing ribs and 
being open at the ends thereof to provide access to said conduits which extend from 
one end of the panel to the other end thereof, and said internal passageway or said 
external passageways being adapted to receive or contain a gas for effecting heat 
exchange with a fluid in the other of said internal passageway or said external 
passageways; and 

at least one manifold having a fluid communication means for the inflow or 
outflow of a fluid to or from said fluid conduits, and a gas communication means for 
the inflow or outflow of a gas to or from the external conduits. 

14. A roofing panel as claimed in claim 12 wherein said manifold 
includes: 

a receiving means for receiving the internal sheets and the external sheets 
whereby said fluid communication means and said gas communication means are 
sealingly connected to the fluid passageway and the external passageways 
respectively. 

1 5. A roofing panel as claimed in claim 1 2, wherein said manifold is an 
extrusion and said fluid communication means and said gas communication means are 
channels in said extrusion. 

1 6. A heat exchange panel including: - 

an internal fluid passageway formed between a pair of spaced substantially 
parallel internal sheets for the passage therethrough of a fluid; 

respective external passageways formed between each said internal sheet and a 
respective external sheet spaced from and substantially parallel to a respective internal 
sheet; 



spacing ribs between said sheets and forming with said sheets a plurality of 
fluid conduits within said fluid passageway and a plurality of external conduits within 
said external passageways, and 

manifold means including fluid communication means for the inflow or 
outflow of fluid to or from the fluid conduits, and gas communication means for the 
inflow or outflow of gas to or from the external conduits; 

wherein said panel is sealed at the sides thereof by said spacing ribs and is 
open at the ends thereof to provide access to said conduits which extend from one end 
of the panel to the other end thereof, and said pair of internal sheets at the ends of said 
internal passageway extend beyond said external sheets at the ends of said external 
passageways thereby facilitating fusion welding to said internal sheets at the ends of 
said internal passageway. 
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Cambridge Dictionaries Online - Cambridge University Press 



Cambridge Dictionaries 



Link to us -i Top 20 ,. Word of the Day MR : Help 



Cambridge Advanced Learner s Dictionary 
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Look tr up 




around the world 
Find out more... 



Buy this 
dictionary 



Search another dictionary. 
| Learner's 
| American English 
I Idioms 
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| French / English 
| Spanish / English 



Definition 

sheet [Show phonetics] 
noun [C] 

1 a large thin flat especially rectangular piece of something 
especially a piece of cloth used for sleeping on: 

I've put clean sheets on the bed. 

a sheet of glass 

They fixed a polythene/ plastic sheet over the broken 
window. 



2 a piece of paper: 

some sheets of wrapping paper 

The application form was a single sheet of paper. 

3 a piece of paper with something printed on it: 

The tourist office provides a weekly information sheet 
about things that are happening in the town. 

4 sheet of sth a large wide mass of something such as fire 
or ice: 

A sheet of flame shot up into the air immediately after 
the explosion. 

A thick sheet of ice had formed over the water. 



sheets [Show phonetics] 
plural noun 

a large quantity of rain or hail: 

The rain was coming down in sheets. 



sheet [Show phonetics] 
verb INFORMAL 

be sheeting to rain very hard: 

We can't go out yet, it's sheeting down outside. 
The rain was sheeting against the windows. 

sheeting [Show phonetics] 
noun [U] 

thin material, especially cloth, plastic or metal 



http://dictionary.cambridge.org/define.asp?key=7265 1 &dict=CALD 
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